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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 07 September 2005 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Clalm(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) KI Claim(s) 1^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 22 April 2005 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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a)^ All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Drawings 

The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(4) 
because reference characters In Figures 7 and 10-13 have been used to designate 
more than one block (Note: different reference characters are need for each of the 
different block in Figures 7 and 10-13. Corrected drawing sheets in compliance with 37 
CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should Include all of the figures 
appearing on the Immediate prior version of the sheet, even if only one figure Is being 
amended. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 
CFR 1.121 (d). If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said." should be avoided . The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 
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The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

The abstract of the disclosure is objected to because of form and legal 
phraseology, such as "means". Correction is required. See MPEP § 608.01(b). 

Claim Objections 

Claims 2-5, 8 and 9 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. While features of 
an apparatus may be recited either structurally or functionally, claims directed to an 
apparatus must be distinguished from the prior art in terms of structure rather than 
function, because apparatus claims cover what a device is, not what a device does 
(Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 
1528 (Fed. Cir. 1990)). Claims 2-5, 8 and 9 fail to recite any limitation in the form of a 
structural element and/or structural interconnections of elements further limiting the IR 
memory apparatus of claim 1 . Claims 2-5, 8 and 9 instead recite functional 
steps/actions and/or data characteristics/attributes of abstract data structures. 

Claims 6 and 7 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
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Applicant is required to cancel the claim(s), or amend the clalm(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claims 6 and 7 
fail to recite any limitation in the form of a structural element and/or structural 
interconnections of elements further limiting the IR memory apparatus of claim 1 . 
Claims 6 and 7 instead recite structural elements external to the IR memory apparatus 
of claim 1 of some other device connected to the IR memory apparatus of claim 1 . 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential elements, such omission amounting to a gap between 
the elements. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See 
MPEP § 2172.01 . Claim 1 recites, the intended functional use of "buffer-storing a 
specific number of data blocks with a predetermined first data resolution", "buffer-storing 
erroneously decoded data blocks" and "the second memory area storing the 
erroneously decoded data blocks with a second data resolution, which is lower than the 
first data resolution, and d) it being possible for the second data resolution with which 
the erroneously decoded data blocks are stored in the second memory area of the IR 
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memory to be changed over adaptively between different resolution levels in a manner 
dependent on a burst data transmission signal quality measured by the receiver". 
The Examiner asserts while features of an apparatus may be recited either structurally 
or functionally, claims directed to an apparatus must be distinguished from the prior art 
in terms of structure rather than function, because apparatus claims cover what a 
device is, not what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). 

That is, the boundaries of the subject matter for an apparatus are only made clear in 

terms of structure rather than function and unless the functional and/or descriptive 
material are explicitly written in a fashion that imparts some structural limitation on the 
apparatus, a functional limitation cannot be regarded as distinguishing over the Prior 
Art. 

Furthermore; in In re Venezia, 530 F.2d 956, 189 USPQ 149 (CCPA 1976), it is clearly 
pointed out that functional limitations are only excluded from considerations under 35 
U.S.C. 112, second paragraph, when a functional limitation imparts some structural 
limitation on an apparatus (i.e. sleeves "adapted to be fitted" Note: a sleeve "adapted to 
be fitted" requires a specific physical alteration to a sleeve since any sleeve that is not 
"adapted to be fitted" is necessarily structurally different from what is being claimed). 
Since the functional matter recited in the Applicant's claims can be implemented in 
software or can be implemented without requiring structural changes to existing circuitry 
that does not implement such a function such as programmable logic, the functional 
matter in the Applicant's claims does not conform to the requirement that a limitation for 
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an apparatus distinguish from the Prior Art in terms of structure rather than function. 
The functional matter in the Applicant's claims instead raises questions as to the 
structural connection of the functional matter to structural elements in the claim to the 
degree that it is not even clear, if the functional matter as recited imparts any structural 

connection to any structural element in the claim. As such, the functional matter as 
recited in claims 1-9, is indefinite and fails to comply with 35 U.S.C. 112, second 
paragraph. 

Claims 2-5, 8 and 9 fail to recite any limitation in the form of a structural element 
and/or structural interconnections of elements further limiting the IR memory apparatus 
of claim 1 . Claims 2-5, 8 and 9 instead recite functional steps/actions and/or data 
characteristics/attributes of abstract data structures. 

The Examiner asserts while features of an apparatus may be recited either structurally 
or functionally, claims directed to an apparatus must be distinguished from the prior art 
in terms of structure rather than function, because apparatus claims cover what a 
device is, not what a device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 
F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990)). 

That is, the boundaries of the subject matter for an apparatus are only made clear in 
terms of structure rather than function and unless the functional and/or descriptive 
material are explicitly written in a fashion that imparts some structural limitation on the 
apparatus, a functional limitation cannot be regarded as distinguishing over the Prior 
Art. 
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Furthermore; in In re Venezia, 530 F.2cl 956, 189 USPQ 149 (CCPA 1976), it is clearly 
pointed out that functional limitations are only excluded from considerations under 35 
U.S.C. 112, second paragraph, when a functional limitation imparts some structural 
limitation on an apparatus (i.e. sleeves "adapted to be fitted" Note: a sleeve "adapted to 
be fitted" requires a specific physical alteration to a sleeve since any sleeve that is not 
"adapted to be fitted" is necessarily structurally different from what is being claimed). 
Since the functional matter recited in the Applicant's claims can be implemented in 
software or can be implemented without requiring structural changes to existing circuitry 
that does not implement such a function such as programmable logic, the functional 
matter in the Applicant's claims does not conform to the requirement that a limitation for 
an apparatus distinguish from the Prior Art in terms of structure rather than function. 
The functional matter in the Applicant's claims instead raises questions as to the 
structural connection of the functional matter to structural elements in the claim to the 
degree that it is not even clear, if the functional matter as recited imparts any structural 
connection to any structural element in the claim. As such, the functional matter as 
recited in claims 1-9, is indefinite and fails to comply with 35 U.S.C. 112, second 
paragraph. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(a) the invention was l<nown or used by ottiers In this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-9 are rejected under 35 U.S.C. 102(b) as being anticipated by tlie 
Applicant's Admitted Prior Art. 

35 U.S.C. 102(b) rejection of claims 1-5, 8 and 9. 

FIG. 6 in the Applicant's Admitted Prior Art "schematically shows an IR memory 
according to the prior art. The IR memory according to the prior art comprises a first 
memory area SBa and a second memory area SBb. The first memory area SBa serves 
for buffer-storing a specific number of RLC data blocks with a predetermined data 
resolution R"... "The second memory area SBb within the IR memory according to the 
prior art serves for storing the erroneously decoded RLC data blocks". 
As per functional limitations describing intended use in claim 1: "buffer-storing a specific 
number of data blocks with a predetermined first data resolution", "buffer-storing 
erroneously decoded data blocks" and "the second memory area storing the 
erroneously decoded data blocks with a second data resolution, which is lower than the 
first data resolution, and d) it being possible for the second data resolution with which 
the erroneously decoded data blocks are stored in the second memory area of the IR 
memory to be changed over adaptively between different resolution levels in a manner 
dependent on a burst data transmission signal quality measured by the receiver"; while 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function, because apparatus claims cover what a device is, not what a 
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device does (Hewlett-Pacl<ard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990)). 

That is, the boundaries of the subject matter for an apparatus are only made clear in 
terms of structure rather than function and unless the functional and/or descriptive 
material are explicitly written in a fashion that imparts some structural limitation on the 
apparatus, a functional limitation cannot be regarded as distinguishing over the Prior 
Art. Thus, if a prior art structure is capable of performing the intended use as recited in 
the preamble, or elsewhere in a claim, then it meets the claim. 
As per functional limitations describing intended use in claims 2-5, 8 and 9; while 
features of an apparatus may be recited either structurally or functionally, claims 
directed to an apparatus must be distinguished from the prior art in terms of structure 
rather than function, because apparatus claims cover what a device is, not what a 
device does (Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 
USPQ2d 1525, 1528 (Fed. Cir. 1990)). 

That is, the boundaries of the subject matter for an apparatus are only made clear in 
terms of structure rather than function and unless the functional and/or descriptive 
material are explicitly written in a fashion that imparts some structural limitation on the 
apparatus, a functional limitation cannot be regarded as distinguishing over the Prior 
Art. Thus, if a prior art structure is capable of performing the intended use as recited in 
the preamble, or elsewhere in a claim, then it meets the claim. 



35 U.S.C. 102(b) rejection of claims 6 and 7. 
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Figures 5 and 6 in the Applicant's Admitted Prior Art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph D. Torres whose telephone number is (571) 

272- 3829. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jacques Louis-Jacques can be reached on (571) 272-6962. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Joseph D. Torres 
Primary Examiner 
Art Unit 21 12 

/Joseph D. Torres/ 

Primary Examiner, Art Unit 21 1 2 



